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DETAILED ACTION 
Claim Objections 

The following quotations of 37 § CFR 1 .75(a) is the basis of objection: 

(a) The specification must conclude witli a claim particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention or discovery. 

1 . Claim 4 recites the limitation of "wherein the incompatible part detection unit 
performs a processing for detecting again only the incompatible part when the result of 
the incompatibility detection processing has been stored". It is unclear as to whether 
the re-detection of the incompatible part is performed when (that is, right after) the result 
information is stored. If so, the incompatible part would apparently be detected again as 
the incompatible part during the re-detection step since there have been no 
changes/modifications to the detected incompatible part. Therefore, the examiner 
suggests amending the claim to recite "wherein the incompatible part detection unit 
performs a processing for detecting again only the incompatible part after the result of 
the incompatibility detection processing has been stored". 

With respect to claims 1 1 and 18, arguments analogous to those presented for 
claim 4, are applicable. 

Claim Rejections - 35 USC § 101 

35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or composition of 
matter, or any new and useful improvement thereof, may obtain a patent therefor, subject to the 
conditions and requirements of this title. 
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2. Claims 15-21 are rejected under 35 U.S.C. 101 because the claimed invention is 

directed to non-statutory subject matter. Claims 15-21 are drawn to functional 

descriptive material NOT claimed as residing on a computer readable medium. MPEP 

2106.IV.B.1(a) (Functional Descriptive Material) states: 

"Data structures not claimed as embodied in a computer-readable medium are 
descriptive material per se and are not statutory because they are not capable of 
causing functional change in the computer." 

"Such claimed data structures do not define any structural or functional 
interrelationships between the data structure and other claimed aspects of the invention 
which permit the data structure's functionality to be realized." 

Also, refer to page 53 of the Interim Guideline. 

Claims 15-21, while defining a program product, do not define a "computer- 
readable medium" and is thus non-statutory for that reason. A program product can 
range from paper on which the program is written, to a program simply contemplated 
and memorized by a person. The examiner suggests amending the claim to state, "A 
computer-readable medium encoded with a computer program..." in order to make the 
claim statutory. 

Claim Rejections - 35 USC §112 
The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification sliall conclude witli one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 4, 1 1 and 18 are rejected under 35 U.S.C. 112, second paragraph, as 
being indefinite for failing to particularly point out and distinctly claim the subject matter 
which applicant regards as the invention. 
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Claim 4 recites tlie limitation of "the compatible part detection unit perform[ing] 
the incompatibility detection processing on all of the image data otherwise ". It is unclear 
as to what kind of condition the "otherwise" is referring to. The examiner construes the 
condition as "when no result of the incompatibility detection processing is stored". The 
examiner suggests amending the claim to recite "the compatible part detection unit 
performs the incompatibility detection processing on all of the image data when no 
result of the incompatibility detection processing is stored ". 

With respect to claims 1 1 and 18, arguments analogous to those presented for 
claim 4, are applicable. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

4. Claims 1-3, 8-10 and 15-17 are rejected under 35 U.S.C. 102(b) as being 
anticipated by Nishide et al. U.S. Patent Application Pub. No. 2003/0007173 
(hereinafter Nishide). 
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With respect to claim 1, Nishide discloses an image processing apparatus (print 
server 12 in paragrapin 79) comprising: 

an image processing unit that performs a first image processing on image data 
including one or more image constituent parts (performing image processing on the 
print job having RGB images according to paragraph 85 &fig. 5); 

an incompatible part detection unit that executes an incompatibility detection 
processing (detecting the image in RGB format in fig. 5 & note that the RGB image is 
incompatible with the printer according to paragraph 61); and 

an accounting unit that accounts for the executed incompatibility detection 
processing (displaying/accounting for the detected RGB image data in the displays of 
figs. 5 & 7). 

With respect to claim 2, Nishide discloses the image processing apparatus 

according to claim 1 , 

wherein the first image processing is a print job for printing the image data 
(performing image processing on the print job having RGB images according to 
paragraph 85 & fig. 5); and 

the incompatible part detection unit detects, as the incompatible part from the 
image constituent parts, an image constituent part on which the print job cannot be 
performed normally (detecting the image in RGB format in fig. 5 & note that the RGB 
image is incompatible with the printer according to paragraph 61). 

With respect to claim 3, Nishide discloses the image processing apparatus 
according to claim 1, 
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wherein the incompatible part includes at least: 

a first image constituent part having a color format other than a color format that 
can be reproduced by the print job (image having the RGB format in fig. 5 & note that 
the RGB image is incompatible with the printer according to paragraph 61). 

With respect to claims 8-10 and 15-17, arguments analogous to those 
presented for claims 1-3, are applicable. 

5. Claims 1, 5, 8, 12, 15 and 16 are rejected under 35 U.S.C. 102(e) as being 
anticipated by Goodman et al. U.S. Patent No. 6,757,071 (hereinafter Goodman). 

With respect to claim 1, Goodman discloses an image processing apparatus 
(computer system 10 having all parts connected via a single bus 28 in col. 3, lines 25- 
34) comprising: 

an image processing unit that performs a first Image processing on image data 
including one or more image constituent parts (printer driver performing dithering, color 
biasing. Image resolution on the print data in col. 4, lines 1-8); 

an incompatible part detection unit (compatibility determination module 58 in fig. 
4) that executes an incompatibility detection processing (comparing the compatibility 
between the contents of document and the characteristics of the printer in col. 5, lines 
16-29); and 

an accounting unit that accounts for the executed incompatibility detection 
processing (printer driver accounting for the detected incompatibility for further 
processing in col. 4, lines 19-34). 
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With respect to claim 5, Goodman discloses the image processing apparatus 
according to claim 1 , further comprising: a detection display unit that displays a 
detection of the incompatible part when the incompatible part is detected (notifying the 
incompatible detection to the user by displaying the suggested modifications in col. 5, 
lines 33-37). 

With respect to claims 8, 12, 15 and 16, arguments analogous to those 
presented for claims 1 and 5, are applicable. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

6. Claims 6 and 7 are rejected under 35 U.S.C. 1 03(a) as being unpatentable over 
Goodman as applied to claim 5 above, and further in view of Haneda U.S. Patent No. 
4,734,735. 

With respect to claim 6, Goodman discloses the image processing apparatus 

according to claim 5, 

wherein the image processing unit further performs a second image processing 
(printer driver 34 processing/replacing yellow image with another color for printing in col. 
6, lines 51-54); 
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the second image processing is executed on tlie incompatible part when an 
instruction is given in response to a display of the incompatible part (note that the 
modification is only performed to convert the yellow image to other color based on the 
user instruction in col. 4, lines 25-34 & col. 6, lines 51-54); and 

the instruction instructs to execute the second image processing on an image 
constituent part set as a target of the incompatibility detection processing (printer driver 
34 processing/replacing yellow image with another color for printing in col. 6, lines 51- 
54). 

Goodman, however, does not explicitly disclose the image processing apparatus 
for combining the incompatible part subjected to the second image processing with an 
image constituent part other than the incompatible part subjected to the second image 
processing. 

Haneda discloses an image processing apparatus for only converting a portion 
having to a specific color to different color while other portions having a non-specific 
color remains unchanged (col. 30, lines 44-56 & col. 11, lines 65-68), wherein the 
converted portion and the non-converted portions of the original are apparently 
merged/combined to reflect one complete page/document for further processing. 

At the time of the invention, it would have been obvious to one of ordinary skill in 
the art to modify the image processing apparatus of Goodman to process a page having 
a plurality of different color images wherein only certain color image is converted and 
then merged/combined with non-converted image to reflect one complete 
page/document as taught by Haneda. 
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The suggestion/motivation for doing so would have been to convert only the 
image data having the yellow color attribute to different color while maintaining other 
color images (col. 30, lines 44-56 of Haneda) which do not affect the quality of the 
transparency printing (col. 6, lines 43-54 of Goodman). 

Therefore, it would have been obvious to combine Goodman with Haneda to 
obtain the invention as specified in claim 6. 

With respect to claim 7, Goodman discloses the image processing apparatus, 
wherein the accounting unit further accounts for the executed second image processing 
(considering/sending the converted/replaced yellow data to the printer for printing in col. 
5, lines 36-45). 

7. Claims 13 and 14 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Goodman as applied to claim 12 above, and further in view of Haneda. 

With respect to claims 13 and 14, arguments analogous to those presented for 
claims 6 and 7, are applicable. 

8. Claims 20 and 21 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Goodman as applied to claim 19 above, and further in view of Haneda. 

With respect to claims 20 and 21, arguments analogous to those presented for 
claims 6 and 7, are applicable. 
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Allowable Subject Matter 

9. Claims 4 and 1 1 would be allowable if rewritten to overcome the objection(s) 
under 37 § CFR 1 .75(a) and the rejection(s) under 35 U.S.C. 112, 2nd paragraph, set 
forth in this Office action and to include all of the limitations of the base claim and any 

intervening claims. 

1 0. The following is a statement of reasons for the indication of allowable subject 
matter: 

Dependent claims 4 and 1 1 define an image processing apparatus/method for 
detecting incompatibility part in the image data wherein the incompatibility detection 
unit/step performs a processing for detecting again only the incompatible part after the 
result of the incompatibility detection processing has been stored. The prior art of 
record do not teach or suggest the limitations of the detection storing unit that stores at 
least a result of the incompatibility detection processing wherein the incompatibility 
detection unit/step performs a processing for detecting again only the incompatible part 
after the result of the incompatibility detection processing has been stored, and 
detecting the incompatibility on all of the image data when no result of the 
incompatibility detection processing is stored. 
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Contact Information 

1 1 . Any inquiry concerning this communication or earlier communications from tine 
examiner should be directed to CHAN S. PARK whose telephone number is (571)272- 
7409. The examiner can normally be reached on M-F 8am-4:30pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Edward Coles can be reached on (571) 272-7402. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/CHAN S PARK/ 
Examiner, Art Unit 2625 

March 15, 2008 



